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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARI)

)
ANASTASIA BEVERLY HILLS, INC. )
ANASTASIA SOARE
ANASTASIA SKIN CARE, INC.

Opposers.

) Opposition No.
)  91r88736
)

)
v. ) APPLICANT'S

) oPPOSITTON TO
) MOTTON TO DISMISS

ANASTASIA MARIE LABORATORIES, INC. ) SUIELIEANI]S
Applicant. ) @Ip\..EoR

) SUMMARY JUDGMENT

Applicant, Anastasia Marie Laboratories, lnc., by and through its attorney,

hereby requests that the Trademark Trial and Appeal Board (the "Board"):

(l) deny Opposers Anastasia Beverly Hills, Inc., Anastasia Soare and Anastasia

Skin Care, Inc.'s Motion to Dismiss Applicant's cancellation counterclaims; and

(2) grant Applicant's motion fbr summary judgment and cancel Opposers'

Registrations Nos. 2,'798,069 at\d 2,821,892 in Class 3 for the marks

ANASTASIA BEVERLY HILLS ANd ANASTASIA BEVERLY HILLS

stylized logo design based upon Opposers' fraud upon the U.S. Patent and

Trademark Office.

Applicant relies upon its Memorandum of Law, Declaration of Daphle

Sheridan Bass, its motion for leave to file its amended pleadings and its pleadings

which plead fraud with particularity in accordance with DarzlerChryslet Cotporation

and Chrysler, LLC v. American Motorc Corporatio,?, Cancellation No. 92045099

(January 14, 2010).
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INTRODUCTION

ln this opposition proceeding commenced on Januaxy 24, 2009 against

Applicant's mark ANASTASIA, Applicant counterclaimed to cancel Opposers'

registrations for ANASTASIA BEVERLY HILLS in Ctass 3 on the ground of fraud.

Opposem moved to dismiss Applicant's counterclaims, asserting that ftaud was

not plead€d with particularity; a point well-taken as Applicant's petitions were filed

before In re Bose Corp., No. 2008-1148, 2009 WL 2709312 (Fed. Cir., Aug. 31,

2009). Applicarj]' has filed a motion to amend its counterclaim to address those

pleading issues and a proposed Amended Counterclaim setting lbrth Applicant's fraud

allegations in accordance \\ith Daimlerchrysler Corporation and Chrysler, LLC v.

Americqn Motors Corporation, Cancellation No. 92045099 (January 14, 2010),

But Opposers have also filed a Motion to Amend to delete 13 goods in Class 3

from both registrations on the basis that they were never used. Opposers' excuses

dery reality. lt is their Motion to Amend which ignites the instant Motion.

Applicant does not merely claim that Opposers "should have known" that they

were deceiving the PTO. They must have known that they wcre deceiving the PTO in

the face of:

(l) their admission that 13 products never existed and a request to delete another 12;

(2) their excuses displaying a pattem ofconduct perpetuated over 2 years consisting

ofa reckless disregard ofthe truth so egregious that it rises to the level offraud;

(3) their own Disclosures imputing fraud; and

(4) an admission that every "use" date in both registations were misstated ---

-- all of which amounts to €vidence of a case of fraud thar aannot, by any stretch of

the legal imaginatiom, be less than "clear and convincing".



MtrMORANDUM OF LAW

STATEMENT OF FACTS

I. The Parties

Applicant Anastasia Marie Laboratories, Inc. ("Applicant") distributes a skin

care line which focuses principally on diabetic skin care needs. Applicaat's C.E.O.,

Anastasia Marie Chehak, herselfa "Type 2" diabetic person, founded Applicant in 1989.

For over 20 yea6, Applicant's products have sold nationwide with nearly l0 of those

years under the ANASTASIA brand, creating a significant reservoir of goodwill.

Applicant has standing in this proceeding under 15 U.S.C. $ 1063(a). (Applicant

Disclosures - Exhibits A: B)

Opposer Soare ("Opposer") operates a salon in Beverly Hills, Califbrnia called

"Anastasia Beverly Hills", where she perfbrms eyebrow plucking services for a clientcle

which, Opposer declares, includes Hollywood celebrities. Other salon services are

available, but the salon's primary attraction and service is that of eyebrow shaping.

Opposer's honed expertise in this field has reportedly eamed her a reputation as the

"Eyebrow Guru"; resulting in television appearances on "The Oprah Winliey Show" and

other nationally syndicated programs (Opposer Exh, PB-11flfl6,7; Opposers' Disclosures

ABH 010023- Exhibit C).

T. Applicant's ANASTASIA Application

On January 24,2009, Opposers filed their opposition to Applicant's mark

ANASTASIA Ser. No. 77150306 for body cream, body lotion, hand oeam, hand lotions

and skin cleansing lotion; claiming likelihood of confusion and dilution of their

registered marks ANASASIA BEVERLY HILLS, No.2,821,892, and the stylized A

ANASTASIA BEVERLY HILLS, No.2,798,069 (the "Marks") in Class 3. Applicant

filed an Answer and two counterclaims to cancel Opposers' registations on the ground of

liaud.



III. Opposers'ResistrationsNos.2.798.069/2.821.892

Opposers own 2 rcgistrations:

(l) Registration No. 2,798,069 for A ANASTASIA BEVERLY HILLS

("AABH"): Potpourri; cosmetics, namely, foundation, concealer, pressed powder,

loose powder, cye shadow base, blush, bronzing liquid, eye shadows, mascara,

eyelincrs, lip coverings, lipstick, lip gloss, lip liners, eyebrow color pencils, eyebrow

pencils, eyebrow powdcr, eyebrow pomade, eyebrow gel, nail polish, nail base coat,

and nail top coat; skin care products, namely, facial cleansers, facial cleansing bars,

facial toners, facial astringents, facial moisturizcrs, cye creams, eye gels, eye-area

moisturizers, eye-area gels, eye-area creams! facial masques, facial serums, facial

exfoliators, body cream, body lotion, body powder, body moisturizers, body lotions,

body toners, body astringents, and hand creams; body cleansing products, namcly,

creams, gels, and bar soaps; ftagrance products, namely, perfume, eau de parfum, eau

de toilette, eau de cologne, fragranced creams, lotions, gels, bar body toners, and

astringents; room fragrances in Class 3, candles in Class 4, eyebrow tweezers,

eyebrow grooming scisso$ in Class 8 and cosmetic brushes in Class 21; and:

(2) Registration No. 2,821,892 for ANASTASIA BEVERLV HrLLS ("ABH"):

Potpouri; cosmetics, namely, foundation, concealer, pressed powder, loose powder,

eye shadow base, blush, bronzing products, eye shadows, mascara, eyeliners. lip

coverings, lipstick, Iip gloss, lip liners, eyebrow color products, eyebrow pencils,

eyebrow powder, eyebrow pomade, eyebrow gel, nail polish, nail base coat, and nail

top coat; skin care products, namely, facial cleanse$, facial cleansing bars, facial

toners, facial astringents, t'acial moisturizcrs! eye creams, eye gels, eye-area

moisturizers, eye-area gels, eye-area creams, facial masques, facial scrums, facial

exfoliators, body cream, body lotion, body powder, body moisturizers, body lotions,

body toners, body astringents, and hand creams; body cleansing products, namely,

creams, gels, and bar soaps; fragrance products, namely, perfume, eau de parfum, eau



de toilette, eau de cologne, ftagranced creams, lotions, gels, bar body toners, and

astingents; room fragrances in Class 3, candles in Class 4, cyebrow tweezers,

eyebrow grooming scissors in Class 8 and cosmetic brushes in Class 21.

IV. The Material Facts

A. Onoosers Admit to Non-Use of the Marks on 13 Goods in Class 3

In their Motion to Amend, Opposers admit that the marks have not been used

in commerce on 13 goods in Class 3: nail polish, nail base coat, nail top coat, body

powder, facial toners, facial astringents, facial masques, body tonen, body

astringents, body cleansing gels, fragranced gels, bar body toners and astringents.l

Opposers also seek to delete an additional 12 products from Class 3 and one

product in Class 4 in both registations; stating that they are not "currently" promoting

these products fbr nationwide sale. (Opp. Exh. PB-l fl41).

Opposer Soare offers a plethora of excuses for her misrepresentations to the

PTO; ranging from insinuations that the PTO Declaration language which shc signed

on 2 occasions was unclear -- to the fact that she did not read. rcview nor understand

the PTO documents which she sisned in 2 trademark applications over 2 vears, She

says that:

Neither the ABH Declaration nor the AABH Declaration which she signed in

1999 when she filed the trademark applications made "any explicit referencc to

any specific goods...".( fT f 15, 25).

She "did not conduct a careful review of the 'goods' listed" in either of the

two applications. ( tl flI5, 25).

( l )

(2)

' Opposers' Motion to Amend lists 13 goods which have not be€n used; Oppmer Soar€'s Declaratioo lists
-12" 6s nol used and - lJ" ar nol  4c rrenl\"  in ure.



(3)

(4)

(s)

(6)

(7)

Vy'ith respect to both the AI|II application and the AABH application, she ..drd

nol haye a clear underctanding of tehat it means to ,use the mark in

commerce' other than that the listing o;f goods included all lhe product

categories thqt she was "planning to martel". (,!l!l 15, 25).

She "did not realize that the 2001 ABH Amendment would be interpretcd to
mean that ABH was claiming that it was then using the mark in any particular

way." ( fl 20).

She "mistakenly believed that any commercial use of the name ,Anastasia

Beverly Hil1s' constituted 'use in commerce'." ( !l 2l).

She "did not rcview the Notice ofAllowance referenced in the 2003 AABH

Declaration" which she signed under oath. ( fl 30).

She "did not know that the Statement of Use filed with her 2003

Declaration would be interpreted to mean that ABH was claiming that it \\,as

using the mark on each ofthose goods in intentate commerce." ( !l 3l ).

Shc "did not understand the legal meaning of interstate commerce'. (130).

Shc does not "profess to be an expert on what constitutcs normal uacc

usages and pmctices in the field offragrances and perfumes". ( fl 38).

(Soare Decl. - Exh. PB-|, Opposer' Motion to Dismiss.)

B. Opposer's Own Disclosures Impusn Her .rHonest Mistake', Excuses

(8)

(e)

C)pposers provided mountains of publicity releases in their Disclosures

discussing Opposer Soare and her renown as the "Eyebrow Queen". Two publicity

releases in August and October, 2000 conhrm that Opposer Soare knew /re, that the

Marks were not in use on skin care or fragrance products identified in the

registrations. Herein are excerpts from Opposers' own Disclosures:



(1) Opposer's Ausust, 2000 interview with "Womens Wear Daily" ("WWD")!

"Ofthe overall goals for the line, she admitted 'slep fito', aJ ll skincare
collection, is under-way, as i.s step three, a fiagrance. Shc already has begun the
painstaking process ofidentilying scents, but s/re's in no rush to bring out either
cqtegoty. " (fmphasis added).

WWD, August, 2000. (Opposers' Disclosure ABII 010023, Exhibit C).

(2) Opposer's October. 2000 interview with "The Wall Street Journal" ("WSJ"):

"This f'all she launches the Nordstrom counters. Nexl she would like
launch a skin care line, followed by a fragrance. Evcntually she dreams
taking her company public. 'IfI want something, Iwillgetil," she sqys.
I am the most ambitious person you hare eter uet. ' " (limphasis added).

WSJ, October 23,2000, (Opposers I)isclosures ABH 0l0l3l, ABII 010132,
ABH 010133, ABH 010134 -  Exhibi t  D).

'Ihus, in May, 2001, Opposer verified to the PTO that the ABII Marks had been

in use in skin care and fragrance as ofSeptember, 2000 --- a date p!i9l to her October

2000 remarks to the WSJ stating her future wishes to launch a skin care line.

And,2 yearc later, in August,2003. she signed another PTO Declaration; this

time, alfeging use of the AABH Marks as of October, 1999 1 vear prior to her press

interviews in which she discussed her future goals to market skin care and fragrance.

Opposer knew that the marks were not in use on skin care and fiagralce

products when she gave her press inteNiews: she characterized thc skin care and

fragrance products as possible goals. Yet, she knowingly misrepresented to the PTO

in verified documents that those goods existed - giving "use" dates preceding her

remarks as lo g.oods nol vel in exislenc(.)

2 Opposer'3 beliefsystem as to truth is apparently not limited to PTO filings. In discovery, Opposer
ststed that she trever herrd ofApplicant before the instant matter, Yet, in 2005, Opposer had instructed
her then counsel to obtain Applicant's signature on a co-exist€nce agreenent du€ to the PTO's 2(d)
refusaf ofOppos€n'appfications Serial Nos. 161632,130 

^nd 
76/632/127 based upon Applicant's prioritv.

Opposer threatened Applicant with a p€tition to car cel if Applicant would not agree. Applic,nt did noi
agree, and Oppos€r ev€ntually persurded th€ PTO to issue the r€gistrations.

to
of



This is not an issue of "errengous use daG". These are knowing and

intentional misrepresentations of fact intended to induce the PTO into issuins

registrations for goods which Onposer knew did not exist --- uqde on 2 separate

occqsions to the PTO.

C. A Search on Opposers' Website Produced "0" Results for Skincare

Not surprisingly, a March 9, 2009 search conducted on Opposels' websitc

"Anastasia Soare The DeJinitive Brow Expert" - yielded "0" results fbr skin care

products.r (Bass Decl., Exhibit E).

ARGUMENT

t .

Clear and Convincins

Fraud in procuring a trademark registration occurs when an applicant

knowingly makes false, material rcprcsentations of fact in connection with an

application to register which it knows or should know to be false o! misleading

Torres v. Cqntine Torresella ,!. r.l, 1U.S.P.Q.2d 1483 (Fed. Cir' 1986) ln ordcr to

cancel a registation based on fraud, proof must be adduced by clear and convincing

evidence of both a false statement and an intent to deceive the PTO. Metro Trafiic

Conbol, Inc. v. Shadow Network Inc.. l04 F.3d 336 (Fed. Cir' 1997); L D. Kichlet

Co. v. DavoilInc.,192 F.3d 1349 (Fed. Cir. 1999).

And.inln re Bose No. 2008-1148, 2009 WL 2709312 (Fed Cir', Aug 31, 2009)'

the court stated, "When drawing an inference ofintent, 'the involved conduct, viewed

I After the fraud petitions were lil€d, Opposers added 3 skincar€ products to theirwebsite.

10



in light ofall the evidence....must indicate sufficient culpability to require a finding of

intent to deceive. Kingsdown 863 F.2d at 876."

ln this case, Opposer's conduct indicates suflicient culpability to require a

finding of intent to deceive, in view oi

(1) Opposers' admissions that the Mark was never used on 13 goods and their now-

pending request to delete arother 13 goods because they "are not currently"

used;

(2) Opposer's stated failure to read, review and understand the unambiguous

language of the PTO documents which she signed in prosecuting 2 separate

applications on 2 different occasions over the course of2 years;

(3) opposer's own Disclosures ofher quoted press interviews which patently refute

her claim of"honest mistake" misrepresentations to the PTO;

(4) Opposer's admission that all dates ofuse were misstated, including one in Class

4 rvhich came into actual use after Opposer signed the PTO documents; and

(5) a search of Opposers' rvebsite before applicalt's counterclaims for tiaud were

filed disclosing no use of Opposers' marks on any of the skin care products

identified in their resistrations.

The Bose Decision Supports a Findine of an Intent to Commit

Fraud Based Uoon "Obiective Manifeslations"

In overturning the Medinol "should have known" standard, the Bore court

explicitly affirmed the Board's emphasis on "objective manil'estations" in analyses of

intent to conmit fraud:

"We understand the Board's emphasis on the "objective manifestations" to

mean that 'intent must often be inferred from the circumstances and rclated

IL

l1



statement made. Id. (intemal quotation marks omitted quoting First Int'1. Se'.'.,

5 USPQ2d at 1636). We aeree." (Emphasis added). Inre Bose, Id.

Although the Bose court overruled the "should have known" standard used in

Ftust Int'I. Serv. Corp. v. Chuckles, 1,?c., 5 USPQ2d 1440, 1443 (TTAB 1997), the

court cited the Boaxd's reasoning concerning "objective manifestations" as sound law.

Signihcantly, First Int'l Servs., Id. was concemed with an Applicant's

testimony that he misunderstood the language ofthe unambiguous legal document.

In First Int'l Servs.,,ad , Applicant filed a Section 1(a) application claiming use

of the mark for shampoo, hair conditioner, hair setting lotion, hair spray, permanent

waves, hair colors, skin and body lotions, skin moisturizers, skin cleansing cream.

skin toners and body shampoo, After admitting that the mark had not been used on

most of the goods identified in the application at the timc he signed the application.

Applicant's president testified that he misunderstood the language in the application

"has adopted and is using" to mean a list of all products on which the mark would be

used in the f'uture, The Board stated:

[W]e recognize that it is difficult, if not impossible, to prove what occurs in

a personrs mind, and that intent must often be inf'ercd l'rom the

aircumstances and related statement made bv that person. Otherwise, all

claims of fraud could easily be def'eated by the simple statement, "l had no

intent to do so."'l'he analysis must be whether the person knew or should

have known of the falsity of the statement.......The language in the

application that the "Applicant had adopted and is using the mark shown" is

clear and unambiguous and was central to the application. The etrors m

this slatement cqnnot be chatacterized as mere carelessness or

misundersta ding to be winked at as of no importance (Emphasis added).

First Int'l Servs., Icl.

t2



The factual situation in Bose was wholly different. There, the CAFC

concluded that a registant's sworn statement of"use", although false, was ar "honest

misunderstanding or inadvertence without a willful intent to deceive." In le Bose, Id.

ln Bose, the mark was used on 4 out of 5 goods. Although certain goods

bearing the mark were no longer manufactured, registrant continued to repair those

goods which customers shipped to it. The court held that the registrant's beliefthat it

was using the goods was an "honest misunderstanding or inadvertence without a

willful intent to deceive."

llere, the Marks are listed for 57 goods in Class 3 for each of2 registrations

issued 2 years apart. OpDoser admits that the Marks were never used with 13 items.

and thev now seek to delete 12 additional items in Class 3 and 1 product in Class 4;

stating that these products are not "currently" promoted for "nationwide sale'". And,

so, in the face of applicant's fraud counterclaims. ODDosers now seek to remove a

total of26 items from the 2 challeneed reeistrations. tn addition, and as further proof

ofOpposers' reckless disregard for the truth, Opposer Soare admits that she misstated

all dates of first use,

lII. ODoDoser's Excuses Evince a Pattern of Conduct of such Rampant

and Reckl€ss Disreqard as to Rise to the Level of an Intent to D€ceive

The scope of Opposers' misrepresentations to the PTO are nothing shon of

outfageous.

In their Motion to Amend, Opposers admit that the Marks were never used in

connection with l3 products identified in Registrations 2798069 and 2821892. (Opp.

Exh. PB-1, ll 39).

Opposers boldly ask this Board to allow them to amend 2 registrations with

impunity, and in the face ofApplicant's fraud allegations, to delete 13 items in Class

l3



( t )

(2)

3 from both registrations and change the dates of first use in every class listed in both

registations. Opposers also admit that the aatual date of first use in Class 4 was

subsequent to the date that Opposer Soare verifted both applications to register, and

they now propose to delete Class 4 in its entirety from both regishations. Opposers

also want to delete an additional 12 products from Class 3 in both registrations stating

that they are not "'curently" promoting these products for nationwide sale. (Exh.

opp. PB-1, !139).

With respect to Opposer's deletions and proposcd amendments, Opposer

Soare's untenable excuses project an attitude of such reckless disregard toward the

truth or falsity ofthe PTO documents that can only be characterized as contemptuous:

Neither the ABH Declaration nor the AABH Declaration which she signed in

in 1999 when she filed the trudemark applications made "any explicit reference

to any specific goods..,",( fl fl 15, 25),

She "did not conduct a careful review of the 'soods' listed" in either of the

two applications. ( fl tll5, 25).

(3) with respect to both the ABH application and the AABH application, she "did

not have a clear understanding of what it means to 'use the mark in

commerce' other than that the listing of goods included all the product

categories that she was "planning to market". (ll!l 15,25).

(4\ She "did not re'alize that the 2001 ABH Amendment would be interpretcd to

mean that ABH was claiming that it was then using the mark in any particular

way." ( fl 20).

(s) She "mistakenly belicved that any commercial use of the name 'Anastasra

Beverly Hills' constituted 'use in commerc€'." ( fl 21).

She "did not review the Notice ofAllowance refsrenced in the 2003 AABH

Declaration" which she signed under oath. ( !l 30).

(6)

l4



(7) She "did not know that the Statement of Use would be interpreted to mean

that ABH was claiming that it was using the mark on each of those goods in

interstate commerce." ( tl 3l ).

She "did not understand the legal meaning of interstate cornmerce"'. (tT 30).

She does not "profess to be an expert on what constitut€s normal trade

usages and practices in the field of flagrances and perfumes". ( tf 38).

(Soare Decl. - Exh. PB-|, Opposer' Motion to Dismiss)

(8)

(e)

'Ihis is zot a case of an "honest mistake" or "mere inadvertence" constituting

"simple negligence" or even "gross negligence". This is reprehensible conduct

perpetuated over 2 years without regard to the truth or falsity ofthe filings of USPl O

documents, infecting 2 trademark applications and designed to obtain tradema*

reeistrations which had no basis in law or fact.

This is not a case of "simple negligence" involving an isolated incident whcre:

o a box was inadvenently checked on the TEAS form (Medinol Ltd. v. Neuro

Vasx, Inc.,67 U.S.P.Q.2d 1205 (T.T.A.B. 2003r; or

. goods were inadvertently

Montrexport S.P.A., Canc.

precedent)

in a box on the TEAS form (Jinlar Corp. v.

9203217I (T.T.A.B. June 4, 2001, not citable as

left

--- each of which was ruled to be "ftaud" but might (or might not) be

characterized today as "simple negligence".

Nor is this a case involving a lengthy, erroneous description of goods which

might, today, be characterized as "gross negligence" but was determined to be fraud

where the application was inadvertently not divided into "use-based" and "intent-to-

uf,e" (J.E.M. Internqtional, Inc. v. Happy Rompers Creations Corp, Canc. No.

92043073 (TTAB February 10, 2005 not citable as precedent).
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y'y'or is this a case of an Applicant who, in the course of filing and prosecution

ofa single application made any g!1g19 mistake. This is, instead, a pattem ofreckless

and egregious indifference as to the truth or falsity ofverified documents, which were

relied upon by the USPTO, and were matedal to the issuance of the challenged

registrations. Opposers recklessly failed to seriously consider and execute the

unambiguous Declarations at times (2001 and 2003) when they were represented by

trademark counsel in New York and Califomia. Opposer now admits that the subject

Marks were not used as to 13 goods listed in the registrations, and that a total of 25

items in Class 3 should be deleted, and that dates of first use should be changed for

the remaining items --- in ,o/, applications. If this conduct docs not cxceed --- let

alone "meet" the legal standard of "reckless disregard'" in trademark jurisprudence ---

nothing does. If this conduct does not constitute fraud on the USPTO, thcn thc

requirement that the averments in an application be verifled is simply a nullity.

Each of Opposer's excuses reflects a reprehensible and inesponsible disrcgard

for the truth that is, at a minimum, "reckless". Taken as a wholc. Opposer's pervasive

and reckless disregard of the truth or falsity of the PTO documents which she signed

relative to 2 separate trademark applications made a mockery of their importancc and

took "reckless disregard" ofthe tuth to the ineluctable level of "llaudulent intent". It

is inarguable that the PTO would lel have granted these registrations had it known

/re, what it knows ,on.

IV. The Circumstantial Evidence ofODDoser's Fraud is Clear and

Convincins

"Of cou$e, 'beaause direct evidence of deceptive intent is rarely available,

such intent can be inferred from indirect and circumstantial evidence. But such

evidence must still be clear and convincing, and inferences drawn from

lesser evidence cannot sadsry the deceptive intent requirement,' Stu Scientilic,

Inc. v. R.J. Reynolds Tobacco Co., 537 F.3d 1357. 1366 (Fed.Cir. 2008).

16



When drawing an inference of intent, 'lhe involved conduct, viewed in

light ofall the evidence....must indicate sufficient culpability to require a

finding of intent to deceive.' " Kingsdown, 863 F.2d at 876. In re Bose Corp.,

No. 2008-1118, 2009 WL 2709312 (Fed. Cir., Aug. 31,2009).

Here, the circumstantial evidence of Opposers' fraud is simply astounding. It

includes:

. Opposers' admissions that the Marks were never in use for 13 goods in

Class 3 (and not currently in use for another 12);

. A pattern of utter and unremitting reckless disregard of the truth or

falsity of PTO documents signed and fi1ed in connection with the

prosecution of two separate trademark applications conducted over two

years --- resulting in 13 goods being unlawfully registered in each of 2

separate registrations and false dates of first use recorded for 57 goods

in Class 3 in two separate registrations.

o Opposer Soare's August, 2000 quoted interview in "Womens Wear

Daily" discussing her "goal" to expand her eyebrow business to include

a full skin care collection which flatly conhadicts Opposer's 2001 and

2003 verifications to the PTO that those same goods were in existence

before her WWD inlenie\r; ard

. Opposer's October, 2000 interyiew with "The Wall Street Joumal"

repeating her desire to hopefully have a skin care product line -- which

flatly contadiats her 2001 and 2003 vedfications to the PTO that those

same goods were fu existence before her WSJ interview.

Opposer cannot be heard to claim that her misstatem€nts to the PTO were

"honest mistakes". The facts are clear that, when she signed both Declamtions 2

years apart in 2001 and 2003, Opposer deceived the PTO since, in 2000, she had told

l " l



llomens' Wear Daily and The Wall Street Joulnal Ihat skin care and liagrance

products (41 goods identilied in her intent-to-use applications) -- were goods which

she wanted to market --- uqt goods which existecl on the 1999 and 2000 dates she

allesed in the Dealaxations.

V. ODposers' Amendments Catrnot Cure Their Fraud

The proposition that amendments to a registration cannot cure f'raud is

anchored in trademark doctrine as well as notions of common sense. Tequila

Cazadores, S.A. de C.l/. and Bacardi Company, Limited v. Tequila Centinela, S.A. de

C Z (Opp. No. 01125436, TTAB Feb. 24, 2004).

Regardless, the Board had made clear that correction of a false statemcnt

regarding use if made belbre a reeistration has been challenged, may create a

rebuttable presumption that lregistrant] did not intend to commit fraud." Zanella Ltd.

y. Nordstrom,12c., 90 USPQ2d 1758 (TTAB 2008). (Emphasis added). In this case.

however, Opposers seek to conect by amendment their false statements made nearly

one year gBgr the fraud claims were filed. Thus, even under the Board's pre'Bose

jurisprudence, it is too late for Opposers to cure their fiaud. Moreover, there is no

precedent for allowing such a "cure" where the factual circumstances surounding the

false statements are as outrageous as in this case.

Only now, many years later and nearly one year after two fraud claims were

lodge in response to an utterly spurious attack upon the senior user - do Opposers

frnally admit that 13 goods were never used and an additional 12 goods "arc not

currently in use". But for the fraud claims, Opposers would have continued their

reckless disregard ofthe law and not sought to amend their regishations.
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CONCLUSION

This case belongs in the pantheon oftrademark fraud jurisprudence.

There is no genuine issue of fact conceming Opposers' admissions to non-use

of the Marks on 13 goods in two regisfiations. And, there is no genuine issue of fact

conceming Opposers' pattem of reckless disregard in decsiving the PTO in order to

procure registlations.

Opposers' attempts to excuse their fraud made a mockery of the application

process and the solemnity of the application verification. At best, Opposers' excuses

evince such a reckless disregard of the truth as to constitute an intent to deceive, At

worst, this conduct reflects an unconscionable disregard of the truth bome of

contemDt for the rule of law and its process.

For all ofthe foregoing reasons, Applicant respectfully requests that the Board:

(1) dismiss Opposers' Motion to Dismiss as "moot" based upon Applicant's Motion

to Amend and lProposed] Amended Counterclaims ofFmudi and

(2) grant this Motion and cancel Registrations 2,798,069 and 2,821,892 in Class 3

Dated: February 12, 2010

LAW OFFICES
921 26fH Street
Santa Monica, CA 90403
T(310)829-280s; F(31 0)829-9018
daphneb@earthlink.net
Attomey for Applicant
Anastasia Marie Laboratod€s, lnc.

Respectfully submi
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ANASTASIA
DIABETIC

PURE SKIN THERAPY

PU RI FYI NG

CLEANSI NG

LOTION
HYDR TI}IC FACIAI WASH
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EXHIBIT A



Anastasia Marie Chehak, R.D.,  1.D.,  C.D.E.,
is a well-known authority, educator, nutritionist, clinician, entrepreneur. and graduate of the
OU Health Sciences Center.

As a Board Certified Diabetes Educator, Registered and Licensed Dietitian and a Type 1
diabetic herself, Anastasia is among the nation's leading experts regarding the physical effects
of diabetes and an innovator who combines the special skincare needs of the diabetic with
superior pharmacology to champion a proactive philosophy of diabetes self-management. She
is both the creator of a revolutionary brand of FDA-approved diabetic skincare and foot care
products and also a passionate healer who remains at the forefront of the industry.

Anastasia is founder; President and CEO of Anastasia Marie Laboratories, Inc. (AMLabs). Her
vision and pioneering research created Diabetic Pure Skin Therapf She actively continues
diabetes education, clinical investigation, testing. and product development at AM Labs. She
is a leading authority on diabetic foot and skin care.

Anastasia and AM Labs have been the subject of over 100 publications in retail pharmacy
and diabetes journals on developments in diabetes skin and foot care, diabetes disease
management and education, podiatry, health and nutrit ion. She formerly served on the
Industry Advisory Board for Retail Pharmacy News in New York.

She is also a past member of the Board of Directors for the American Diabetes Association
of Oklahoma. Her professional affi l iations include the American Diabetes Association, the
American Association of Diabetes Educators, Independent Cosmetic Manufacturers and
Distributors and the American Dietetic Association. Her numerous honors and awards include:
Profiles in Excellence by Podiatry Management; Case of the Year Award by the Small Business
Institute and many others too lengthy to list.

ANASTASIA MARIE LABORATORIES, INC.
INTERNATIONAL

6520 North Western Avenue, Suite 100
Oklahoma City,  OK 73116
405.840.0123 800.542.7546 amlab.com

VoiceofDiabetes.com

@ 2009 AMLABS All rights reserved.
EXHTBIT B
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DECLARATION OF DAPHNE SHERIDAN BASS IN SUPPORT OF
APPLICANT'S MOTION FOR SUMMARY JUDGMENT

I, Daphne Sheridan Bass, hereby declare under penalty ofperjury as follows:

1 . I am a member of the Bar of the State of California and attomey to Applicant.

2. On March 2 and 9,2009, I conducted an online search on Google by tlping

"Anastasia Beverly Hills" in the search box. This search directed me to Opposers' site

"www. anastasia.net" labeled "-Anastasia Soare - THE DEFINITIVE BROW EXPERT".

3. On Opposers' site in a box entitled "Search for Products & KeJ.words", I typed

"moisturizing lotion". That search produced "0" results. I then tlped "moisturizing

cream". That search produced "0" results. My typed searches for "face lotion" and "face

cream" also produced "0" results. True and correct copies of these search results are

attached hereto as Exhibits E-1. E-2. E-3 and E-4.

4. I also searched Opposers' site for any skincare products under "Product

Categories" links entitled "Brows", "Eyes", "Brushes", "Tools", "Kits" and "Giveaways".

Under the "Face" Link, a "Baked Highlighting Brow Kit", makeup concealer but no

skincare products appeared; a true and correct copy of this search page being attached

hereto as Exhibit E-5. Under the "Eyes" Link, 3 cosmetic pencils and the foregoing 2

products listed under "Face" appeared and no skincare products; a true and correct copy

of this search page being attached hereto as Exhibit E-6.

5. Opposers' "Brushes" Link showed 3 brushes, its "Tools" Link showed 6 tools;

its "Kits" Link showed 9 Brow Kits; its "Giveaways" Link showed a "Brow Kit" and its

"Brows" Link showed 29 eyebrow products; true and correct copies of all such search

pages attached hereto as Exhibits E-7, E-8, E-9, E-10 and E-l1A through E-llD.

I declare under penalty of perjury under the laws of the United States of America

that the foregoing is true and correct and that this Declaration was executed this l lth day

of February, 2010 in Santa Monica, Califomia.

DATED



EXHIBIT E.l



Anastasia Beverly Hills:: Search Results
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Anastasia Beverly Hills :: Search Results
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Anastasia Beverly Hills :: Search Results
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Anastasia Beverly Hills :: Search Results
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Anastasia Beverly Hills :: Face
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Anastasia Beverly Hills :: Eyes
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Anastasia Beverly Hills :: Brushes
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Anastasia Beverly Hills :: Tools
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Anastasia Bevetly Hills :: Kits
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Anastasia Beverly Hills :: Giveaways
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SEBII!HLq-Sro

This is to celtiry that a truc and corIect copy of the foregoing APPLICANT'S

OPPOSITION TO MOTION TO DISMISS AND APPLICANT'S MOTION

FOR SUMMARY JUDGMENT AND ACCOMPANYING EXHIBITS rDd

DECLARATION OF DAPHNE SHERIDAII BASS was served by email, by

agrcement, on John M. May, Esq., attomey for Opposels, at John@May.us this 12s day

of Fcbruary, 20 I 0.



IN THE UNITED

BEFORE THE

STATES PATENT AND TRADEMARK OFFICE

TRADEMARK TRIAL AND APPEAL BOARD

ANASTASIA BEVERLY HILLS, INC.
ANASTASIA SOARE
ANASTASIA SKIN CARE, INC.

Opposers

)

)

)

)

)

)

)

)

)

)

)

)
)

Opposition No.
91 1 88736

ANASTASIA MARIE LABORATORIES , INC.

Applicant.

APPLICANT'S OPPOSITION TO OPPOSERS' MOTION TO AMEND

Applicant, by its attorney, opposes Opposers' Motion to Amend their

Registrations 2,798,069 and 2,821,892 in Class 3 which are the subject of

Applicant's Cancellation Counterclaims on the ground of fraud in the instant

matter. Applicant incorporates by reference as fully set forth herein its allegations

of fraud set forth in its Motion for Summary Judgment and [Proposed] Amended

Counterclaims for Cancellation filed concurrently herewith stating its position

that, under Tequila Cazadores, S.A. de C.V. and Bacardi Company, Limited v.

Tequila Centinela, S.A. de C.V. (Opp. No. 01125436, TTAB Feb.24,2004),

Opposers' attempts to amend its registrations should be denied.

Anchored trademark doctrine is unequivocal that correction of a false

statement regarding use if made before a reqistration has been challenged, may

create a rebuttable presumption that [registrant] did not intend to commit fraud'"

Zanella Ltd. v. Nordstrom, Inc.,90 USPQ2d 1758 (TTAB 2008). (Emphasis



added). In this case, Opposers seek to correct by amendment their false statements

made nearly one year after the fraud claims were filed.

In view of the foregoing, it is respectfully requested that the Board deny

Opposers' Motion to Amend Registrations2,798,069 arl.d2,821,892 in Class 3.

Respectfully submitted,

DATED: February 11,2010

LAW OFFICES
921 26H Street
Santa Monica. CA 90403
Telephone (3 l0) 829-2805
Facsimile (310) 829-9018
daphneb@earthlink.net
Attomey for Applicant
Anastasia Marie Laboratories. Inc.

Bass



CERTIXICATE OF SERVICE

This is to certift that a true and conect copy of the foregoing APPLICAI\T'S

OPPOSITION TO OPPOSERS' MOTION TO AMEITID was served by email, by

agreement, on John M. May, Esq., attomey for Opposers, at John@May.us this 12ft day

ofFebruarv.2010.


